INTERNATIONAL PROTECTION OF GEOGRAPHICAL INDICATIONS
PRIOR TO THE TRIPS AGREEMENT

 

II.1 Introduction

As already pointed out, prior to the TRIPS Agreement some international treaties such as the Paris Convention, the Madrid Agreement and the Lisbon Agreement contained provisions on the protection of indication of source and appellations of origin. Even though some of these treaties contained strong provisions for the protection of appellations of origin, their practical results were meagre. First, because the Paris Convention included only a general provision on this matter, and second, because the Madrid and Lisbon Agreements had limited membership. 

Probably one of the most important effects of the TRIPS Agreement in the area of geographical indications, was precisely that it became the first international treaty, with more than 130 signatories, bound not only to protect geographical indications through substantive provisions but also to enforce its application according to minimum standards. It also provides a strong dispute settlement mechanism under the WTO system. Article 71 of the TRIPS Agreement provides for periodic review and article 23 for renegotiations aimed at increasing the protection of individual geographical indications.

Both the Paris Convention and the Lisbon Agreement had a clear influence on the provisions of the TRIPS Agreement in general, but particularly in the case of geographical indications. 

Substantive provisions contained in Articles 1 to 12 and 19 of the Paris Convention (1967) were "incorporated" in the TRIPS Agreement in respect of the minimum standards concerning the availability, scope and use of intellectual property, the enforcement of the intellectual property rights and the acquisition and maintenance of intellectual property rights and related inter partes procedures. 

This has had at least three important consequences: (i) Members of the WTO are to comply with the substantive provisions of the Paris Convention, mainly Articles 1 through 12 and Article 19, even if they were not signatories of that Convention; (ii) all WTO Members are bound by the same Act of the Paris Convention (Stockholm Act of 1967); and (iii) the provisions of the Paris Convention incorporated in the TRIPS Agreement became subject to the WTO dispute settlement mechanism.

II.2 The Paris Convention

Without any doubt the Paris Convention became the most important treaty adopted in the late 19th century, which largely influenced industrial property laws adopted by many countries throughout the 20th century. The Paris Convention was agreed in 1883 and complemented by the Madrid Protocol of 1891. It was revised at Brussels (1900), Washington (1911), The Hague (1925), London (1934), Lisbon (1958), and Stockholm (1967), and amended in 1979. The Paris Convention as of 15 October 2000, had 160 signatory states.

This treaty was the first multilateral agreement which provided protection for indications of source and appellations of origin. Compared with the protection given by the TRIPS Agreement to geographical indications, this was a very general and weak protection but it was the first international treaty on protecting these categories of intellectual property rights.

In this respect, Article 1(2) of the Paris Convention includes some indications of source and appellations of origin as subject matter of industrial property protection. Article 10(1)12 provides for indications of source the same remedies prescribed in respect of goods unlawfully bearing a trademark or a trade name in case of direct or indirect use of a false indication of source of the goods or the identity of the producer, manufacturer, or merchant. 

"This means that no indication of source may be used that refers to a geographical area from which the products in question do not originate."13
According to the Convention, the main remedies for unlawfully bearing an indication of source are seizure of the product upon importation, or at least prohibition of importation, or seizure within the country. According to Article 10(2) of the Paris Convention, any 

"...producer, manufacturer, or merchant whether a natural person or legal entity, engaged in the production or manufacture of or trade in such goods and established either in the locality falsely indicated as the source, or in the region where such locality is situated, or in the country falsely indicated, or in the country where the false indication of source is used, shall in any case be deemed an interested party."

Article 10 of the Paris Convention does not refer to appellations of origin expressly. Nevertheless it should be understood that they are covered by the expression "indication of source" because: (i) the Paris Convention originally treats both expressions as synonymous, and (ii) conceptually speaking, all appellations of origin constitute an indication of source. 

Article 11bis of the Paris Convention obliges members to provide protection against unfair competition and contains a non-exhaustive list of some acts which are to be prohibited. This provision gives the basis for the protection against misleading indications of source, including appellations of origin. The Paris Convention does not provide for any remedies in case of infringement of this provision. 

II. 3 The Madrid Agreement

The Madrid Agreement was adopted in 1891 and revised at Washington (1911), The Hague (1925), London (1934), and Lisbon (1958). It was supplemented by the Additional Act of Stockholm (1967), and had a membership of 33 signatory states as of January 5, 2001. In the last 25 years (1975-2000) only five new states became party to the treaty.

Unlike the Paris Convention, which is a general treaty that provides protection for a broad range of different categories of industrial property rights, the Madrid Agreement provides specific rules for the repression of false and deceptive indications of source.

According to Bauemer, 

"(D)eceptive indications are those which, although literally true, may be misleading. For example, where two geographical areas, possibly in two different countries, have the same denomination but only one of them so far has been used for the purposes of an indication of source for certain products, and such indication is used for products originating from the other geographical area in a way that the public believes that the product originate from the first area, namely, the area to which the indication of source traditionally referred, then such use is to be considered as a deceptive use because the public believes that the products originate from the geographical area for which the indication traditionally has been used."14
Article 1(1) of the Madrid Agreement provides that 

"(A)ll goods bearing a false or deceptive indication by which one of the countries to which this Agreement applies, or a place situated therein, is directly or indirectly indicated as being the country or the place of origin shall be seized on importation into any of the said countries." Seizure shall also be effected in the country where the false or deceptive indication has been applied or into which the goods bearing that false indication have been imported.

Furthermore, the Agreement establishes rules on how seizure should take place and defines the competent authority to enforce these kinds of measures.

The Madrid Agreement does not add much to the protection already given by the Paris Convention in this respect. Nevertheless, it extends the protection to deceptive indications of source in addition to false indication. It also contains a special provision by which courts of each country can decide what indications of source do not fall within the provisions of the Agreement, because of their generic character; but regional appellations concerning the source of products of the vine are excluded from such a reservation.

This provision in Article 4 of the Madrid Agreement could probably be considered as the origin of the need for having special protection for sectoral geographical indications, specially for geographical indications concerning wines and spirits. It is also interesting to note that historically this provision was subject to various efforts to extend the exception for vine products to other kinds of products.15
Finally, it has to be noted that geographical indications could be protected as collective marks, certification marks or guarantee marks.16 This means that an international registration system for trademarks, such as the Madrid Agreement Concerning the International Registration of Marks of 1981, (also known as the Madrid Agreement), and the Protocol relating to the Madrid Agreement Concerning the International Registration of Marks of 1989, could also serve as appropriate means for the international protection of geographical indications.

II.4 The Lisbon Agreement and the Protection of Appellations of Origin

This Agreement was concluded in Lisbon on 31 October 1958. It was revised in Stockholm in 1967 and amended in 1979. Any member of the Paris Convention may accede to the treaty. As of 26 October 2000, there were 19 states party to the Agreement. In the last 22 years (1978-2000) only three new states have adhered to the agreement.

There are two basic requirements for an appellation of origin to be protected, in accordance with the terms of this Agreement: (i) the appellation of origin should be protected in its country of origin, and (ii) the appellation of origin should be registered in the International Register of WIPO. 

Article 2 of the treaty declares that the purpose of the Lisbon Agreement is to grant protection to a:

"geographical name of a country, region or locality, which serves to designate a product originating therein, whose quality and characteristics are due exclusively or essentially to the geographical environment, including natural and human factors."

According to the Lisbon Agreement Regulations,17 applications for the international registration of an appellation of origin is to be addressed to the International Bureau in Geneva by the competent office of the country of whose name, or the country in which is situated the region or locality whose name constitutes the appellation of origin which has given the product its reputation. The competent office acts on behalf of any natural persons, or legal entities, public or private, having a right to use such appellation, according to their domestic law.

The competent office applying for registration may state that it renounces protection in one or some of the countries specified by name, which are party to the Agreement. Any application shall be declined by the International Bureau if it is not in timely possession of all the information required or the competent office making the application has not paid the full amount of the registration fee. 

According to rule 5 of the Regulations of the Lisbon Agreement, the International Register shall indicate, in respect of each appellation of origin, information on the country of origin; the competent office to receive notifications from the International Bureau; the registration date; the owner or owners of the appellation of origin; the appellation of origin itself; the product to which the appellation of origin applies; the area in which the product is produced; the title and date of legislative or administrative provisions or of judicial decisions recognizing protection in the country of origin, among others.

	
Box 1

Regulations of the Lisbon Agreement

Rule 1 
Form and Content of the Application 

(1) Applications for the international registration of an appellation of origin shall be addressed to the International Bureau of the World Intellectual Property Organization in Geneva, Switzerland (hereinafter referred to as "the International Bureau " and "the Organization" respectively), by the competent Office of the country of origin as defined in Article 2 of the Lisbon Agreement for the Protection of Appellations of Origin and their International Registration (hereinafter referred to as "the Agreement"). 

(2) The application shall be drawn up in French on the form supplied by the International Bureau; it shall be dated and signed by the Office making the application and shall contain the following indications: 

(i) the country making the application; 

(ii) the Office competent to receive notifications from the International Bureau; 

(iii) the owner or owners of the appellation of origin; 

(iv) the appellation of origin whose registration is requested; 

(v) the product to which the appellation applies; 

(vi) the area in which the product is produced; 

(vii) the title and date of legislative or administrative provisions or of judicial decisions

recognizing protection in the country making the application. 

(3) Signature of the application may be replaced by the affixing of a facsimile or an official seal. 

(4) The application shall be accompanied by a registration fee the amount of which is fixed in Rule 9. 

(5) The Office applying for registration may state, in the application or in a separate, dated and signed declaration, that it renounces protection in one or some of the countries, specified by name, which are party to the Agreement. 


 

The International Bureau needs to notify immediately the various members of the Agreement on an application for registration of an appellation of origin being made. Contracting Parties must protect the appellation of origin to which international protection was requested by the applicant, except if a Contracting Party declares, within a period of one year, that it cannot ensure the protection for a certain application, with an indication of the grounds therefor. Grounds for refusal are not specified in the Agreement. Article 5(5) of the Agreement provides that interested parties may resort, in the refusing country, to all judicial and administrative remedies available to nationals of that country. Any competent office could modify, cancel or renounce its register.

The protection given by the treaty shall be ensured against any usurpation or imitation, even if the true origin of the product is indicated or if the appellation is used in a translated form or accompanied by terms such as "kind", "type", "make", "imitation" or the like.18
	
Box 2

Regulations of the Lisbon Agreement

Rule 5 
Cancellation or Modification of the Registration 

1. Any Office which has applied for international registration may at any time request the International Bureau to cancel that registration, notify the latter that it renounces protection in one or some of the countries, specified by name, which are party to the Agreement or request it to modify the indications referred to in Rule 4(2)(ii), Rule 4(2)(viii), Rule 4(2)(ix) and Rule 4(2)(x). Likewise, any Office which has made a declaration under Article 5(3) of the Agreement or granted a period under Article 5(6) of the Agreement may at any time request a modification of the indications referred to in Rule 4(2)(xi) and Rule 4(2)(xii). 

2. The request shall be filed in writing and shall be dated and signed by the Office making it. Signature may be replaced by affixing of a facsimile or official seal. 

3. The recording in the International Register and the publication of any modification, with the exception of cancellation and renunciation of protection in one or some of the countries party to the Agreement, shall be subject to a fee the amount of which is fixed in Rule 9. 

4. Modifications relating to the country of origin, the owners, the appellation of origin or the product to which it applies shall necessitate a new international registration.


 

Another important effect of the protection given by the Agreement is that once an appellation of origin has been protected in one signatory state, it cannot be deemed to become generic as long as it maintains the domestic protection in the country of origin. It has also the effect that if a protected appellation of origin has already been used by third parties (for instance as a trademark), and from a date prior to the notification, the competent office of the country, where the protection was given, shall have the right to grant to such third parties a period not exceeding two years to terminate such use.

The duration of the protection of an international registration is for as long as it is maintained protected as an appellation of origin in the country of origin. There is no requirement for international renewal.

II. 5 Bilateral and Plurilateral Agreements.

Bilateral19 and plurilateral (including regional) agreements may also serve the purpose of protecting geographical indications internationally. A number of countries have already entered into this type of agreement.

These agreements can adopt the form of a specific treaty referring only to geographical indications by listing them; such as the agreement adopted by Germany and France in 1960 for the protection of indications of source, appellations of origin and other geographical indications. In this context also a reference should be made to the agreement between Australia and the United States of 1994, relating to the reciprocal protection of wine names and related provisions, which is similar to that agreed between the European Union and Hungary in 1992, on trade in wines.

In 1994 Australia and the European Union (EU) negotiated a bilateral trade in wine agreement, where protection for geographical indication and traditional expressions were included. It also included the phasing out of European wine names used by Australian wine makers that have entered into generic common use. The Agreement also provided for mutual recognition of enological practices of each Party and improved European market access conditions for Australian products, by removing a number of technical barriers to trade between both Parties.

In 1997 the EU and Mexico agreed on a mutual recognition and protection of designations for spirits (including wine spirit), which had the purpose of regulating the description, labelling, presentation and packaging of this kind of product. According to the Agreement, the 206 EU names protected in Mexico may not be used otherwise than under the conditions laid down in the laws and regulations of the EU and were reserved exclusively to spirits originating in the EU to which they applied. The two protected Mexican names in the EU may not be used otherwise than under the conditions laid down in the laws and regulations of Mexico and were reserved exclusively to spirits originating in that country to which they applied.

After more than three years of tough negotiations the EU approved a historic free trade agreement with South Africa (the first one with a developing country), the decision on which was taken at a summit of EU leaders held in Berlin in March 1999. The final Agreement was signed at Pretoria in October 1999. This free trade agreement covers industrial and agricultural goods worth Euro 16 billion. 

One of the key issues in the negotiations between the EU and South Africa, was the demand of some EU countries, led by France, Portugal and Spain, to phase out the use of the terms "Oporto" or "Porto" (Portugal) and "Sherry" or "Jerez" (Spain) and the so called "traditional expressions" for wines such as "regional wines" or "vin de pays." Under the final accord South Africa agreed to phase out -- within five years -- the use of the terms "Porto" and "Sherry" for exports to most parts of the world, and within eight years for exports to its neighbouring states (mainly Mozambique and Angola). For purposes of the domestic market the phase out period was twelve years and the use of new geographical indications should be negotiated after that period. South Africa agreed to use the terms "Tawny" and "Ruby" instead of "Sherry" and "Porto", respectively. 

The Bangui Agreement of 1977 relating to the creation of the African Intellectual Property Organization should be mentioned. It includes regional protection for different categories of intellectual property rights including appellations of origin. 

In the last decade it has also become a practice to incorporate provisions for the protection of specific geographical indications in some free trade agreements, such as the case of the North American Free Trade Agreement between United States, Canada and Mexico (1992) and the free trade agreement between Mexico and Chile (1998).

Regional and bilateral agreements in force which provide protection to geographical indications have been notified to the Council for TRIPS, according to Article 4(d) of the TRIPS Agreement.20
12 This provision was modified at Brussels in 1900, The Hague in 1925, London in 1934, Lisbon in 1958, the later, the most important one. See Carlos Fernández Novoa, "La protección internacional de las denominaciones geográficas de los productos", Editorial Tecnos, Madrid, 1970, pp. 83-103.

13 WIPO, "Intellectual Property Reading Material", op. cit., p. 120.

14 Ludwig Baumer, "Various forms of protection of geographical indications and possible consequences for an international treaty", op. cit., p.17.

15 See Carlos Fernández Novoa, op. cit., pp. 132-140.

16 A collective mark is that owned by an association which itself does not use the collective mark but whose members may use it. Certification mark is that used in accordance with defined standards that the product shall meet. See WIPO, "Intellectual Property Reading Material", op. cit, pp. 61-62.

17 These Regulations are subject to modifications in a Working Group created to this effect in the WIPO, which have held two meetings to date.

18 Similar expressions are included not only in the TRIPS Agreement but also in the International Convention for the use of appellation d'origine and denominations of cheeses, signed at Stresa in 1951.

19 For further considerations on bilateral agreements for the protection of geographical indications, see Carlos Fernández Novoa, op. cit., pp. 174-205.

20 See the list in: WTO Note by the Secretariat "Overview of existing international notification and registration systems for geographical indications relating to products other than wines and spirits", document IP/C/W/85/Add.1, 2 July 1999, pp. 4/5. 
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